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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)0 Responsive to communication^) filed on 14 May 2004 . 
2a)Q This action is FINAL. 2b)K This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 21 3. 
Disposition of Claims 

4) 0 Claim(s) 1-10 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) K Claim(s) 1-10 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) Q Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) ^3 The drawing(s) filed on 12 March 2001 is/are: a)S accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 ; 85(a). 

1 1) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 1 20 

1 3) ^3 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 

a)KI All b)Q Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 

ZM Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 

Attachment(s) 

1 ) ^ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

2) D Notice of Drattsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-152) 

3) ^ Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) □ Other: 
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DETAILED ACTION 

1 . This application does not contain an abstract of the disclosure as required by 37 
CFR 1.72(b). An abstract on a separate sheet is required. 

2. Claim 10 provides for the use of water, preferably in the form of vapor, in a process of 
obtaining a heating fluid to be used as indirect heat source for carrying out endothermic 
reactions, such as hydrocarbon reforming reactions, but, since the claim does not set forth any 
steps involved in the method/process, it is unclear what method/process applicant is intending 
to encompass. A claim is indefinite where it merely recites a use without any active, positive 
steps delimiting how this use is actually practiced. 

Claim 10 is rejected under 35 U.S.C. 101 because the claimed recitation of a use, 
without setting forth any steps involved in the process, results in an improper definition of a 
process, i.e., results in a claim which is not a proper process claim under 35 U.S.C. 101. See 
for example Ex parte Dunki, 153 USPQ 678 (Bd.App. 1967) and Clinical Products, Ltd. v. 
Brenner, 255 F. Supp. 131, 149 USPQ 475 (D.D.C. 1966). 

3. Claims 1-10 are objected to because of the following informalities: In claims 1-10 
applicant has used "characterized in that" language and is suggested to replace the phrase with 
"wherein". Also in claim 2, applicant recites "feed said water in an amount between 0,1 and 0,7 
times the flow comprising oxygen". Should this be "0.1 and 0.7" Appropriate correction is 
required. In claim 1 and 10, applicant has used "preferably" and "such as" language which are 
linking terms, linking a broad range or limitation together with a narrow range or limitation that 
falls within the broad range or limitation (in the same claim) is considered indefinite, since the 
resulting claim does not clearly set forth the metes and bounds of the patent protection desired. 
Note the explanation given by the Board of Patent Appeals and Interferences in Ex parte Wu, 10 
USPQ2d 2031, 2033 (Bd. Pat. App. & Inter. 1989), as to where broad language is followed by 
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"such as" and then narrow language. The Board stated that this can render a claim indefinite by 

raising a question or doubt as to whether the feature introduced by such language is (a) merely 

exemplary of the remainder of the claim, and therefore not required, or (b) a required feature of 

the claims. Note also, for example, the decisions of Ex parte Steigewald, 131 USPQ 74 (Bd. 

App. 1961); Ex parte Hall, 83 USPQ 38 (Bd. App. 1948); and Ex parte Hasche, 86 USPQ 481 

(Bd. App. 1949). In the present instance, claim 1 r recites the broad recitation water, and the 

claim also recites "preferably in the form of water vapor" which is the narrower statement of the 

range/limitation. Suitable correction is required. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a 
whole would have been obvious at the time the invention was made to a person having 
ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

Claims 1-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over Bush et al. 
WO 00/10912. 

Bush et al. teach a process wherein a feed stock is subjected to an endothermic 
reaction, particularly a catalytic reaction and a process for reforming a feed comprising a 
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gaseous mixture of hydrocarbons and stream which is passed at an elevated pressure over a 
catalyst to produce reformed gas containing hydrogen and carbon oxides, the heat required for 
the endothermic reaction being supplied by heat exchange with a flow of hot combustion 
products and thereafter recirculating part of the partially-cooled flow of combustion products by 
adding part to the pressurized oxidant flow before the oxidant flow enters the combustion zone. 
The partially cooled combustion product generated is recycled by means of an eductor wherein 
the flow of pressurized oxidant gas is passed through a constriction and then into an expansion 
wherein a reduced pressure is created and the partially cooled combustion product is drawn into 
the reduced pressure zone. 

However, the partially cooled combustion product is not a water vapor but an oxygen 
enriched air. 

It would have been obvious to one familiar with heat exchange and autothermal or 
reforming reactions that the reaction is an endothermic reaction, which requires heat or fuel to 
provide the energy to complete the reaction. To use a water vapor or steam which is a stream 
which is a product stream in water-gas-shift reaction, in place of the recycle stream from the 
combustion product as has been taught by Bush et al. for improving efficiency and heat 
exchange would have been obvious to one having ordinary skill in the art absent criticality in 
showing. 

4. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Boll et al. teach a thermally insulating a metal surface protected against metal 
dusting corrosion. Zhdanok et al. teach a process for the production of mixture comprising 
hydrogen and carbon monoxide. Shires et al. teach ammonia synthesis gas having excess 
nitrogen produced in a reactor exchange primary reformer followed by an autothermal 
secondary reformer wherein process air for the latter is preheated by heat exchange with a gas 
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turbine exhaust and the primary reformer is heated by synthesis gas from the secondary 
reformer. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to N. Bhat whose telephone number is 571-272-1397. The examiner can 
normally be reached on Monday-Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Glenn Caldarola can be reached on 571-272-1444. The fax phone numbers for the 
organization where this application or proceeding is assigned are 703-872-9310 for regular 
communications and 703-872-931 1 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-306-5665. 




N. Bhat 

Primary Examiner 
Art Unit 1764 



September 28, 2004 



